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In re application of: ■ ) 

) 

McKeonetal. ) 
Appl. No.: 09/575,580 
Filed: May 22, 2000 

For: Calcipressins: Endogenous Inhibitors of 
Calcineurin, Uses and Reagents Related Thereto 



Art Unit: 1646 
Examiner: To Be Assigned 



CERTIFICATE OF MAILING 



I hereby certify that this correspondence is being deposited with the United States Postal Service as First 
Class Mail, in an envelope addressed to: Commissioner for Patents, Washington, D.C. 2023 1, on January 

Kristen Willett 



Commissioner for Patents 
Washington, D.C. 20231 

Sir: 



REQUEST FOR STATUS 



Applicants respectfully request the status of the above-captioned U.S. patent application. 
On March 2, 2001 we filed a Petition and Declaration Under 37 C.F.R. § 1 .47 and to date have not 
received a Response. If there are any fees due in connection with the filing of this inquiry, please 
charge these to our Deposit Account No. 06-1448. 

If there are any questions after reviewing this paper, the undersigned may be reached at 
(617) 832-1242. 

RannnntfuUv i!uL,,ll^J, ~~ 



Date: January 2, 2001 

Patent Group 
Foley, Hoag& Eliot LLP 
One Post Office Square 
Boston, MA 02109-2170 
Tel: (617) 832-1242 
FAX: (617) 832-7000 



Anita Varma 
Reg. No. 43,221 
Attorney for Applicants 
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Art Unit: 1646 
Examiner: To Be Assigned 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

n re Application of: 

McKeon, et al. 
Serial No: 09/575,580 
Filed: May 22, 2000 

For: Calcipressins; Endogenous Inhibitors 
of Calcineurin, Uses and Reagents 
Related Thereto 

Attorney Docket No: HMV-048.01 



CERTIFICATE OF FIRST CLASS MAILING 



I hereby certify that this correspondence is being deposited with the United States Postal Service as First 
Class Mail, in an envelope addressed to: Commissioner for Patents, Washington, D.C. 20231, on March 2, 2001. 



Anita Varma 



Commissioner for Patents and Trademarks 
Washington, DC 20231 



Sir: 



PETITION AND DECLARATION UNDER 37 C.F.R. § 1.47 

Pursuant to 37 C.F.R. § 1.47(a), Applicants respectfully petition the Commissioner to 
allow the ava 



patciii on ocnaii 

of themselves, and on behalf of a joint inventor, Dr. Kayako Kimbara, who could not he fnund 
or reached after diligent effort. As set forth in more detail below and in the attached exhibits, 
Applicants have been unable to find or reach Dr. Kayako Kimbara. 

A check for $130 is enclosed to cover the fee set forth in §1 .17(h). The Commissioner is 
authorized to credit any overpayment or charge any deficiencies to/from our Deposit Account 
No. 06-1 44S 



1 . The last known address of Dr. Kayako Kimbara is 1455 Beacon Street, Brookline, MA 
02446. 

2. The last known phone number for Dr. Kayako Kimbara is (617) 432-0327 . 

3. On information and belief, Dr. Kayako Kimbara's contribution to the invention claimed 
in the above-captioned application was made during and pursuant to her appointment at 
Harvard University as a post-doctoral fellow. 

4. The above-captioned application claims priority to United States provisional patent 
applications 60/135,431, and 60/161,195 which names Dr. Frank McKeon and Dr. Sandra 
W. Ryeom. 

5. Dr. Frank McKeon and Dr. Sandra W. Ryeom who have signed the declaration for the 
above-captioned patent application, will assign then entire righis and interests in said 
application to the President and Fellows of Harvard University. 

6. Upon joining Harvard University as a post-doctoral fellow, Dr. Kayako Kimbara, 
executed an agreement with the President and Fellows of Harvard University, stating that 
she would assign all rights to any invention or discovery conceived or reduced to practice 
as part of or related to her University activities. Dr. Kayako Kimbara further agreed to 
fully cooperate in the preparation and prosecution of patent applicants and to execute all 
documents necessary thereto. See Exhibit A. 

9. On or around January 4, 2000, Dr. Kayako Kimbara abruptly left Harvard Universiy and 
left no forwarding address. 



10. On October 31, 2000, the undersigned sent, by certified mail, a copy of the oath or 

declaration to Dr. Kayako Kimbara for signature to her last known address. A copy of 




The letter was received and signed for by Jiangyu Zhu on November 13, 2000. 



11. On November 14, 2000, the undersigned received a telephone call from Dr. Kayako 

Kimbara asking for a copy of the application to be mailed to her. During this telephone 
conference, Dr. Kayako Kimbara stated that she would fax her contact information to the 
undersigned. However, no such fax was received from Dr. Kayako Kimbara. 



13. Finally, on December 4, 2000, the undersigned sent a copy of the specification and 

declaration to the same address. This package was also returned to the undersigned. See 
Exhibit E. 

Accordingly, Applicants respectfully submit that despite "diligent effort", Applicants 
have been unable to reach or find Dr. Kayako Kimbara. Thus, Applicant respectfully petitions, 
under 37 C.F.R. §1 .47(a), that the available joint inventors be allowed to make the above- 
captioned application for patent on behalf of the nonsigning inventor Dr. Kayako Kimbara. 

Should there be any questions after reviewing this paper, please contact the undersigned 
at (617) 832-1242. 

I hereby declare that all statements made herein of my own knowledge are true and that 
all statements made on information and belief are believed to be true; and fuither that these 
statements were made with the knowledge that willful false statements and the like so made are 
punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United States 
Code and that such willful false statements may jeopardize the validity of the application or any 
patent issued thereon. 



Respectfully submitted, 
Foley, Hoag, & Eliot, llp 



Dated: March 2, 2001 




Anita Varma, Esq. 
Registration No. 43,221 
Patent Group 
Foley, Hoag & Eliot LLP 



One Post Office Square 
Boston, MA 02109 



Customer No: 25181 




RATION FOR PATENT APPLICATION Docket Number: HMV-Q4B . Q1 

As a below named inventor, I hereby declare that: 
My residence, post office address and citizenship are as stated below next to my name. 

I believe I am the original, first and sole inventor (if only one name is listed below) or an original, first and joint 
inventor (if plural names are listed below) of the subject matter which is c.a.med and for wh.ch a patent « 

sought on the invention entitled: 

CALCIPRESSINS: ENDOGENOUS INHIBITORS OF CALCINEURIN. USES AND REAGENTS 

RELATED THERETO 

thp soecification of which (check one): ( ) is attached hereto. 

the speculation 01 w i ^ ^ ^ ^ ^ ^ 2QQQ as States Appllcatlon 

Number 09/575,580. 

I hereby state that I have reviewed and understand the contents of the above identified specification, including the 
claims, as amended by any amendment referred to above. 

I acknowledge the duty to disclose information which is material to patentability as defined in Title 37, Code of 
Federal Regulation, §1.56. 

I hereby claim foreign priority benefits under Title 35, United States Code, i 1 19(a)-(d) of any foreign application(s) 
or eaten rinvemor-s certificate listed below and have also identified below any foreign application for patent 
or invent certificate having a filing date before that of the application on wh.ch pnonty « c.a.med. 

Priority Claimed 

Prior Foreign Application(s) 

( I Yes ( ) No 



(Number) 



(Number) 



(Country) (Day/Month/Year Filed) 

( ) Yes ( ) No 

(Country) (Day/Month/Year Filed) 



I hereby claim the benefit under Title 35, United States Code, § 1 1 9(e) of any United States Provisional 
application(s) listed below. 

po/i 35.431 . May 71 . 1999 

(Application Number) (Filing Date) 

fiDil£UL95 Ortnhfif 77, 1999 

If nnlirntinr M " mh - fl (Filing mt a ) — 



, hereby claim the benefit under Title 35. United States Code, § 120 of any United States app.ication(,» listed 

elow and. insofar as the subject matter of each of the claims of this app^ation ,s ' 
States application in the manner provided by the first paragraph of Title 35, United States coot. ' 
Sknowtedge the duty to disclose information which is material to patentability as defined in Trtle 3 Code of 
FederarReguU!ons 5 1 .56 which became available between the filing date of the pnor a PP .,cat,on and the nat.ona. 
or PCT international filing date of this application. 



(Filing Date) (Status: patent, pending, abandoned) 



(Application Number) 

. • iiuio t\t.- . u- * .v --n.nl*,'-. ■ 

iu, R-44 /'3b fdwauiJ. Kelly, Keq.No. 38.936: Robert A — . »<"J 4 7,8b?. Chi^h j^.^ 
39,329; : Wolfgang Stut.us, Reg. No. 40,256; Kingslcy Taft. Reg. No. 43,940; and An.ta Varma. Reg. Nu 



,.JAH 2 2 2002 



4+ 



as attorneys tch#«5kcute this application and to transact all business in the Patent and Trademark Office connected 
therewith. 

(Page 1 of 2) 

Address all telephone calls to M*"h P w P. Vincent at telephone number (fi171 832-1000 - 

Address all correspondence to: Patent Group 

Foley, Hoag & Eliot LLP 
One Post Office Square 
Boston, Ma. 02109-2170 

I hereby declare that all statements made herein of my own knowledge are true and that all statements made on 
information and belief are believed to be true; and further that these statements were made with the knowledge 
that willful false statements and the like so made are punishable by fine or imprisonment, or both, under Section 
1001 of Title 18 of the United States Code and that such willful false statements may jeopardize the validity of 
the application or any patent issued thereon. 



Full name of soie o\ first inventor (given name, family name): 




Frank McKeon 



Inventor's signature 

311 Commonwealth Avenue. Boston, MA 02 115 



Date 



USA 



Residence 

same as above 



Citizenship 



Post Office Address 



Full name of second joint inventor, if any (given name, family name): Kimhara Kayako 



Inventor's signature 

1455 Beacon Street Brooklin e MA 07446 

Residence 

same as above . 



Date 



USA 



Post Office Address 



Citizenship 



FylH\ame of second joint inventor, if any (given name, family name): =^n#y^rom Sandra W . Kypnmq ^uu^ 

inVehujr s signature {_/ Date 

777 Was hin gton St reet. A pt 4. Brookline. M A 0?445 

Residence 

same as above ~ 



USA 

Citizenship 



Post Office Address 



(Page 2 of 2) 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Application of: 



McKeon. et al. 




Serial No: 09/575,580 



Filed: May 22, 2000 



Art Unit: 



Examiner: To Be Assigned 



1 646 



p. .V-i ^ c ^ 



) 



For: Calciprcssins; Endogenous Inhibitors 
of Calcincurin, Uses and Reagents 
Related Thereto 




-6 * P ^ N 



Attorney Docket No: HMV-048.01 



C ERTIFIC ATE OF FIRST CLASS MAILING 



I hereby certify that this correspondence is being deposited with the United States Postal Service as First 
Class Mail in an envelope addressed to: Commissioner for Patents, Washington. D.C 20231, on March 2. 2001. 



Commissioner for Patents and Trademarks 
Washington, DC 20231 

Sir: 

PETITION AND DECLARATION UNDER 37 C.F.R. § 1.47 

Pursuant to 37 C.F.R. § 1.47(a), Applicants respectfully petition the Commissioner to 
allow the available joint inventors to make the ahovc- captioncd application for patent on behalf 
of themselves, and on behalf of a joint inventor. Dr. Kayako Kimbara, who could not be found 
or reached after diligent effort. As set forth in more detail below and in the attached exhibits. 
Applicants have been unable to find or reach Dr. Kayako Kimbara. 

A check for SI 30 is enclosed to cover the fee set forth in §1.1 7(h). The Commissioner is 
authorized to credit any overpayment or charge any deficiencies to from our Deposit Account 




Anita Varma 



No. 06-1448. 



1. The last known address of Dr. Kayako Kimbara is 1455 Beacon Street, Brooklinc, MA 
02446. 

2. The last known phone number for Dr. Kayako Kimbara is (617) 432-0327 . 

3. On information and belief, Dr. Kayako Kimbara's contribution to the invention claimed 
in the abovc-captioncd application was made during and pursuant to her appointment at 
Harvard University as a post-doctoral fellow. 

4. The abovc-captioned application claims priority to United States provisional patent 
applications 60/135,431, and 60/161,195 which names Dr. Frank McKeon and Dr. Sandra 
W. Ryeom. 

5. Dr. Frank McKeon and Dr. Sandra W. Ryeom who have signed the declaration for the 
above-captioned patent application, will assign their entire rights and interests in said 
application to the President and Fellows of Harvard University. 

6. Upon joining Harvard University as a post-doctoral fellow, Dr. Kayako Kimbara, 
executed an agreement with the President and Fellows of Harv ard University, stating that 
she would assign all rights to any invention or discovery conceived or reduced to practice 
as part of or related to her University activities. Dr. Kayako Kimbara further agreed to 
fully cooperate in the preparation and prosecution of patent applicants and to execute all 
documents necessary thereto. See Exhibit A. 

9. On or around January 4, 2000, Dr. Kayako Kimbara abruptly left Harvard Univcrsiy and 
left no forwarding address. 

10. On October 31 , 2000, the undersigned sent, by certified mail, a copy of the oath or 
declaration to Dr. Kayako Kimbara for signature to her last known address. A copy of 
the undersigned's letter and the Certified Mail Receipt are attac hed hereto as Exhibit B. 
i ne letter w as received and signed for by Jiangyu Zhu on November 13. 2000. 

1 1. On November 14. 2000. the undersigned received a telephone call from Dr. Kayako 

Kimbara asking for a copy of the application to be mailed to her. During this telephone 
conference, Dr. Kayako Kimbara stated that she would fax her contact information to the 
undersigned. However, no such fax was received from Dr. Kayako Kimbara. 

12. On November 15, 2000, the undersigned sent a copy of the specification and declaration 



:u 44~\^i 1 





13. Finally, on December 4, 2000, the undersigned sent a copy of the specification and 

declaration to the same address. This package w as also returned to the undersigned. Se< 



Accordingly, Applicants respectfully submit that despite "diligent effort", Applicants 
have been unable to reach or find Dr. Kayako Kimbara. Thus, Applicant respectfully petitions, 
under 37 C.F.R. § 1.47(a), that the available joint inventors be allow ed to make the abovc- 
captioned application for patent on behalf of the nonsigning inventor Dr. Kayako Kimbara. 

Should there be any questions after rev iewing this paper, please contact the undersigned 
at (617) 832-1242. 

1 hereby declare that all statements made herein of my own knowledge arc true and that 
all statements made on information and belief are believed to be true; and further that these 
statements were made with the knowledge that willful false statements and the like so made are 
punishable by fine or imprisonment, or both, under Section 1001 of Title 1 8 of the United States 
Code and that such willful false statements may jeopardize the validity of the application or any 
patent issued thereon. 



Exhibit E. 



Respectfully submitted, 
Folly, Hoag, & Eliot, llp 



Dated: March 2, 2001 




Anita Varma, Esq. 
Registration No. 43,221 
Patent Group 
Foley, Hoag & Eliot llp 




Boston, VIA 02109 



Customer \o: 25181 




Anita Varma, Esq.* 

•Admitted in Maryland and New 
Jersey only 

(617) 832-1242 

axv@fhe.com 



FOLEY, HOAG & ELIOT LLP 

ONE POST OFFICE SQUARE 
BOSTON, MASSACHUSETTS 02 109-2 1 70 



TELEPHONE 6 17-632-1000 
FACSIMILE 6 17-832 -7000 
http://www.fhe.com 



1747 PENNSYLVANIA AVE., N.W. 
SUITE 1200 
WASHINGTON, D.C. 70>\. 
TEL: 202-223-1200 
FAX: 202-785-6687 



October 31, 2000 



VIA CERTIFIED MAIL 

Kayako Kimbara 
1455 Beacon Street 
Brookline, MA 02446 



Re: Utility Patent Application No.: 09/575,580 
Filing Date: May 22, 2000 

Title: CALCIPRESSINS: ENDOGENOUS INHIBITORS OF CALCINEURIN, 

USES AND REAGENTS RELATED THERETO 

Inventors: Frank McKeon et al. 

Our Reference: HMV-048.01 (19788-4801) 

Dear Ms. Kimbara: 

Enclosed please find a Declaration and Power of Attorney document regarding the above- 
referenced patent application. Please carefully read, date and sign in blue ink, if appropriate, the 
attached Declaration and return it to us by November 14, 2000. We have enclosed a pre-addressed 
envelope for your convenience. . . — — 

If you have any questions, please do not hesitate to call. 

Sincerely, 

Anita Varma 
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SENDER: 

■ Complete items 1 and/or 2 for additional services. 

■ Complete items 3, 4a, and 4b. 

■ Print your name and address on the reverse of this form so that we can return this 
card to you. 

■Attach this form to the front of the mailpiece, or on the back if space does not 
permit. 

■ Write 'Return Receipt Requested' on the mailpiece below the article number. 

■ The Return Receipt will show to whom the article was delivered and the date 
delivered. 



3. Article Addressed to: 



1 4es beacon Sre&h 



5. FJeeeived By: (Print Name)) 
tgnature/ (Atfflre'sseQjjr 



6. Signati 



Agent) 



I also wish to receive the 
following services (for an 
extra fee): 

1 . □ Addressee's Address 

2. □ Restricted Delivery 
Consult postmaster for fee. 



0) 

o 

t 

« 
(0 

o. 



4a. Article Number a 

im swo co/o W2m& 

4b. Service Type 



.Certified 



□ Registered 

□ Express Mail □ Insured £ 

□ Return Receipt for Merchandise □ COD ^ 



7. Date of Delivery 



e's Address 



2^. 



8. Addressed 
and fee is paid) 



(Only if requested 
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>> 

c 

CO 



PS Form 381 1 , December 1994 



Domestic Return Receipt 




*OC000000005291385* 



APPLICATION NUMBER 



09/575,580 



Patent Group 
Foley Hoag & Eliot LLP 
One Post Office Square 
Boston, MA 02109-2170 



fi lc jllc :/APPS/prccxam/corrcspondcncc/2 . h tm 




UNITED STATES DEPARTMENT OF COMMERCE 
Patent and Trademark Office 

Address: COMMISSIONER OF PATENT AND TRADEMARKS 
Washington, D C 20231 



FILING/RECEIPT DATE 



FIRST NAMED APPLICANT 



ATTORNEY DOCKET NUMBER 



□ 



05/22/2000 



Frank McKeon 



HMV-048.01 




FINAL: 5-a-*i 



Date Mailed: 08/02/2000 



NOTICE TO FiLE MiSSiNG PARTS OF NONPROViSiONAL APPLICATION 

FILED UNDER 37 CFR 1 .53(b) 
Filing Date Granted 

An application number and filing date have been accorded to this application. The item(s) indicated below, 
however, are missing. Applicant is given TWO MONTHS from the date of this Notice within which to^file all 
required items and pay any fees required below to avoid abandonment. Extensions of time may be obtained by 
filing a petition accompanied by the extension fee under the provisions of 37 CFR 1.136(a). 

• The statutory basic filing fee is missing. 

Applicant must submit $ 690 to complete the basic filing fee and/or file a small entity statement claiming 
such status (37 CFR 1.27). 

• Total additional claim fee(s) for this application is $312. 

■ $31 2 for 4 independent claims over 3 . 

• The oath or declaration is unsigned. 

• To avoid abandonment, a late filing fee or oath or declaration surcharge as set forth in 37 CFR 1 .16(e) of 
$130 for a non-small entity, must be submitted with the missing items identified in this letter. 

• The balance due by applicant is $ 1132. 



A copy of this notice MUST be returned with the reply. 



Customer 
Initial Pat< 




Center 

ation Division (703) 308-1202 

PART 1 - ATTORNLY/APPLICANTCOPY 



:^.NT DEPT. 



i <>t i 



3538 



^ *OT FY FOLEY, HOAG & ELIOT LLP 
f^V r<JLllI datfNT ACCOUNT 
•3 MO AG i POST OFfVcE SQUARE 



FLEET NATIONAL BANK 

BOSTON, MA 02115 
5-13/110 



3/2/2001 



$ **945.00 



PAY TO THE Commissioner 
ORDER OF — 



Of Patents AndTrademart<s 




************* 



************ 



******* r>. 

DOLLARS tD 5£ 




MEMO 




POLEY, HOAG & ELIOT LLP / PATENT ACCOUNT 

Commissioner Of Patents And Trademarks 

19788-4801 (axv659) 



3/2/2001 



3538 

945.00 



Patent Account 



Extension Fee 5 months 



945.00 



FOLEY FOLEY, HOAG & ELIOT LLP 
LSJ\3 un A PATENT ACCOUNT 
1^2^ nUAb 1 POST OFFICE SQUARE 

ATTORNEYS AT LAW BOSTON, MA 02109 



FLEET NATIONAL BANK 

BOSTON, MA 02115 
5-13/110 



3537 



3/2/2001 



ORDER OF E Commissioner Of Patents And Trademarks 



$ 



'130.00 



One Hundred I hirty and uu/10U w **********************************************" 



DOLLARS gj B 



MEMO. 



Petition Under Rule 47 




"■□□3 5 3 7H 1 i:q i lOOQ 005 12 V&S&S" 1 



FOLEY, HOAG & ELIOT LLP / PATENT ACCOUNT 

Commissioner Of Patents And Trademarks 
19788-4801 (axv659) 



3/2/2001 



3537 

130.00 



Patent Account 



Petition Under Rule 47 



130.00 




Anita Varma, E^q * 

* Admitted in Maryland and New 
Jersey only 

(617) 832-1242 

axv@flie.com 



FOLEY, HO AG & ELIOT LLP 

ONE POST OFFICE SQUARE 
BOSTON, MASSACHUSETTS 02 109-2 1 70 



TELEPHONE617-832-1000 
FACSIMILE 617-832-7000 
http://www. fhe.com 



1747 PENNSYLVANIA AVE., N.W. 
SUITE 1200 
WASHINGTON, D.C. 20006 
TEL: 202-223-1200 
FAX: 202-785-6687 



December 4, 2000 



VIA CERTIFIED MAIL 

Kayako Kimbara 
1455 Beacon Street 
Brookline, MA 02446 



Re: Utility Patent Application No.: 09/575,580 
Filing Date: May 22, 2000 

Title: CALCIPRESSINS: ENDOGENOUS INHIBITORS OF CALCINEURIN, 

USES AND REAGENTS RELATED THERETO 

Inventors: Frank McKeon et al. 

Our Reference: HMV-048.01 (19788-4801) 

Dear Ms. Kimbara: 

Enclosed please find a copy of the specification for the above-referenced application. We 
attempted to deliver this to you at the address listed above via federal express on November 15, 2000. 

Please also note that we have not yet received from you the executed Declaration and Power of 
Attorney document we mailed to you on October 31, 2000. Please carefully read, date and sign in blue 

ink if flpprnprinf p the- n^lflfflti'M 1 nrtrl rnfnrrt tn " r ^ r rnrm nr rmrniV i lr. nn ™m r 

deadline of January 2, 2001 . 

If you have any questions, please do not hesitate to call. 

Sincerely, 



1 j tti t> 



Anita Varma 



